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Arguments in Support of Pre- Appeal Brief Request for 09/707,435 

L The Anticipation Rejection of Independent Claims 1, 15, 35 and 38 and Their 
Rejected Dependent Claims over the '300 Patent Is Without Factual Support 

Independent claims 1,15, and 35 each recites at least one waveguide having an end that 
has an endface, and a guided-mode resonance waveguide grating fabricated on the endface. 
Claim 38 recites providing such a waveguide and fabricating such a guided-mode resonance 
waveguide grating on the endface of the waveguide. The Office points to FIG. 1 of the '300 
patent and asserts, with no supporting evidence, that layer di from the filter in that figure qualifies 
as the claimed waveguide and that the layers from "d n -i to d n +r qualify as the claimed guided-mode 
resonance waveguide grating. 

Applicants explained in section D.l on pages 10 and 11 of the last response (and in a 
declaration from one of the named inventors of the current application and the cited reference) that 
the Office's position is factually flawed because the filter on which the Office relies qualifies as 
the claimed guided-mode resonance waveguide grating only, not as both the claimed guided- 
mode resonance waveguide grating and the claimed waveguide. Trying to divide the filter in 
FIG. 1 into both the claimed guided-mode resonance waveguide grating and the claimed 
waveguide by removing layer di will result in the remaining portion of the filter losing its 
originally-intended functionality, and will not necessarily result (as it must for anticipation to 
exist) in a filter that functions as any type of guided-mode resonance waveguide grating. Thus, 
anticipation has not been established. 

The Office's rebuttal on page 14 of the Final Action that it "has interpreted the claim to 
read on a waveguide being part of the grating[,]" to the extent Applicants understand the 
assertion, is inconsistent with the manner in which the waveguide and the guide-mode resonance 
waveguide grating have been claimed: as two separate structures. 
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II. The Anticipation Rejection of Dependent Claims 3 and 23 over the '300 Patent Is 
Without Factual Support for an Additional Reason 

The Office has not identified in the '300 Patent a waveguide that is rectangular in shape, 
as claimed. Instead, the Office points to the cross-section of layer di from FIG. 1 of the '300 
patent and claims the waveguide from which that cross-section was taken is necessarily 
rectangular. That amounts to pointing to the cross-section of a disc (imagine a hockey puck) and 
claiming the disc is rectangular in shape. It simply is not so. 

III. The Anticipation Rejection of Independent Claims 1 and 38 and Their Rejected 
Dependent Claims Is Without Factual Support 

Applicants explain why the Office's rejection of these claims lacks factual support in 
section E.l. on pages 12-14 of the last response. Critically, the Office cites no evidence to 
support its argument that element 43 in FIG. 4B of Farah qualifies as the claimed guided-mode 
resonance waveguide grating. 

The Office responds in the Final Office Action that Applicants are relying on limitations 
from the specification in making the cited argument. However, the Office's assertion is factually 
inaccurate when the Specification at page 16, lines 1-15 and the cited declaration are both 
considered. 

IV. The Obviousness Rejection of Independent Claims 1, 15, 35 and 38 and Dependent 
Claims 3 and 4 Is Without Factual Support 

The Office asserts that element 24 from FIG. 3A and element 34 from FIG. 3E of the 
U.S. Patent 5,216,680 qualifies as the waveguide of each of the rejected claims. These cited 
features are not waveguides. Instead, element 24 is a "[s]ubstrate . . . [that] supports grating 10 
and provides rigidity, strength, and mountability." Col. 9, lines 25-30. Similarly, element 34 is a 
"semiconductor substrate." Col. 10, lines 50-64; see also col. 9, lines 34-36. Thus, the Office 
has failed to identify the claimed waveguide in the cited references. 
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V. The Obviousness Rejections in Paragraphs 22 - 31 Are Without Factual Support 

The obviousness rejections set forth in paragraphs 22-31 on pages 7-13 of the Final 
Office Action are based on the '300 patent as the principal reference. However, that position is 
factually flawed for the same reasons set forth above in section I. of this paper, and is not cured 
by any of the additionally-cited references. 
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